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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fulks (US 4,727,312). 

Claim 1: Fulks discloses a method comprising: reading a test file having a plurality of 
test vectors; determining a required memory needed to execute the plurality of test 
vectors; and using the required memory to estimate a cost to execute the test vectors 
(coL 1, 16-19; The required memory needed to execute the plurality of test vectors is 
declared to be large, and thus expensive. Thus, the required memory was determined 
and used to estimate a cost to execute the test vectors. Said test vectors are stored in 
a test program, or test file,). 

Claim 2: It is inherent in Fulks to receive a billing scheme and wherein using the 
required memory to estimate a cost includes using the billing rate to estimate the cost to 
execute the test vectors {Estimating a cost requires a billing rate,). 
Claim 3: Fulks discloses that detemnining a required memory comprises determining a 
required memory needed for each of a plurality of boards of a tester to execute the test 
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vectors for the board {col. 1, 10-11; The use of circuits in the plural form implies a 
plurality of boards. The required memory would be determiried for each one.). 
Claim 4: Fulks discloses that determining a required memory comprises determining a 
required memory needed for each of a plurality of pins of a tester to execute the test 
vectors for the pin {col. 1, 10-13; Circuit terminals (pins) are tested. The plural form of 
terminals implies a plurality of pins for which the required memory is determined.). 
Claim 5: Fulks discloses that determining a required memory comprises counting the 
number of test vectors for each of one or more tests in the test file {col. 1, 16-19; The 
number of test vectors is counted to be large.). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fornis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Fulks (US 4,727,312) in view of Hughes (US 4,493,079). 

Fulks discloses applicant's basic inventive concept of a method of estimating 
testing costs, substantially as claimed with the exception of determining a first memory 
requirement needed for a first pin of a tester to execute the test vectors for a first test in 
the test file; setting the required memory equal to the first memory requirement; and for 
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each additional pin of the tester, determining a second memory requirement needed for 
the additional pin to execute the test vectors for the first test; and if the second memory 
requirement is greater than the first memory requirement, setting the required memory 
equal to the second memory requirement; and for each additional test in the test file: for 
each pin of the tester, determining a third memory requirement for the pin to execute the 
test vectors for the additional test; and setting the required memory equal to the third 
memory requirement if the third memory requirement is greater than the required 
memory. Hughes shows this feature to be old in the test vector art. Hughes discloses 
using test vectors for four pins and loading the test vectors into the individual pin 
memories {col. 5, 16-28). This would require determining the memory requirement for 
each pin and for each of the test vectors to know the size the test vector store. This 
would be necessary in order to perform the method of Fulks on the circuit of Hughes, so 
the cost of the circuit could be estimated. Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of the applicant's invention from the teaching of 
Hughes to use the method of Fulks to estimate the cost of the circuit of Hughes. 

Claims 8-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fulks (US 4,727,312) in view of Foley (US 5,249,120). 

Fulks discloses applicant's basic inventive concept a method of estimating testing 
costs, substantially as claimed with the exception of a system with one or more 
machine-readable mediums having stored thereon sequences of instructions, which, 
when executed by a machine, cause the machine to perform said method and with a 
user input. Foley shows this feature to be old in the cost estimating art. Foley discloses 
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a system for automatically estimating a cost of manufacturing a part {col. 2, 34-37). 
Foley also discloses including in the system a computer, which has one or more 
machine-readable mediums {Fig. 3) and a user interface {Fig. 1). Foley teaches that 
automated techniques reduce labor costs {col. 2, 59-60). It would be beneficial for 
Fulks to be automated as taught by Foley to reduce labor costs. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the applicant's 
invention from the teaching of Foley to modify the method of Fulks by automating said 
method as taught by Foley to reduce labor costs. Furthermore, In re Venner (120 
USPQ 192 (CCPA 1958)) states "It is well settled that it is not 'invention' to broadly 
provide a mechanical or automatic means to replace manual activity which has 
accomplished the same result." See MPEP 2106.VI. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fulks (US 4,727,312) in view of Foley (US 5,249,120) further in view of Hughes (US 
4,493,079). 

Fulks and Hughes disclose applicant's basic inventive concept of a method of 
estimating costs of the circuit of Hughes, substantially as claimed with the exception of 
a system with one or more machine-readable mediums having stored thereon 
sequences of instructions, which, when executed by a machine, cause the machine to 
perfomri said method. Foley shows this feature to be old in the cost estimating art. 
Foley discloses a system for automatically estimating a cost of manufacturing a part 
{col. 2, 34-37). Foley also discloses including in the system a computer, which has one 
or more machine-readable mediums {Fig. 3) and a user interface {Fig. 1). Foley 
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teaches that automated techniques reduce labor costs (co/. 2, 59-60), It would be 
beneficial for Fulks and Hughes to be automated as taught by Foley to reduce labor 
costs. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention from the teaching of Foley to modify the method of 
Fulks and Hughes by automating said method as taught by Foley to reduce labor costs. 
Furthermore, In re Venner (120 USPQ 192 (CCPA 1958)) states "It is well settled that it 
is not Invention' to broadly provide a mechanical or automatic means to replace manual 
activity which has accomplished the same result." See MPEP 2106.VI. 

Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Andrew Stallard whose telephone number is (571) 

272- 2685. The examiner can normally be reached on 9:15 am to 6:45 pm - Mon - Fri 
(1st Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on (571) 272-4475. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

J. Andrew Stallard ^r\A 
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